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DISCUSSION OF THE AMENDMENT 
Claim 1 has been amended by incorporating the subject matter of Claim 7 therein. 
Claims 7 and 10 have been canceled. Claims 8 and 9 have been amended to depend on Claim 
L Claim 12 has been amended by deleting "MDF 5 HDF, chipboard/ 5 since colored board and 
el ectrocond active black board are species thereof. Compare to Claims 8 and 9. 

No new matter is believed to have been added by the above amendment to the claims. 
With entry thereof, Claims 1-6, 8, 9, 1 1 and 12 will be pending in the application. 
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REMARKS 

Due to the length of the specification herein, Applicants will cite to the paragraph 
number of the published patent application (PG Pub) of the present application, i.e., US 
2006/0048675, when discussing the application description below, rather than to page and 
line of the specification as filed. 

The rejection of Claims 1-12 under 35 U.S.C. § 103(a) as unpatentable over US 
3,939,454 ( Thornber et al ) in view of US 6,503,317 ( Ortalano et al ), is respectfully traversed. 

As described in the specification, the present invention is drawn to solving a problem 
of inability to obtain colored derived timber products such as HDF, MDF and chipboard 
having high brilliance, lightfastness and heatfastness [0009]. Applicants describe the 
disadvantages from using dyes [0005] and from using pigments [0006]-[0007], as well as a 
prior art preparation disclosed in EP 0 049 777 using both dyes and pigments, although dyes 
are used in excess, i.e., at least 30% by weight of dye, based on the pigment [0008]. 

The present invention successfully addresses the above problem. An. embodiment 
thereof, as reflected in above-amended Claim 1, is a method for the decorative coloration of a 
product selected from the group consisting of MDF, HDF and chipboard, comprising 
applying a liquid colorant preparation that comprises at least one pigment and, based on the 
pigment, from 0.5% to 10% by weight of at least one dye to the product. 

Thornber et al is drawn to a method for making colored particleboard using a water 
soluble dyestuff to color individual wood particles (column 1, line 19ff). Thornber et al is an 
example of the prior art alluded to above. Ortalano et al is drawn to an aqueous-based 
pigment dispersion containing pigment dispersed in a disperse dye (column 3, lines 47-50) 
for addition to printing ink, paint, pulp and paper, coatings and textiles for coloration 
purposes (column 1, lines 12-15). The Examiner holds, in effect, that it would have been 
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obvious to use the aqueous-based pigment dispersion of Ortalano et ai to color the 
particleboard of Thornber et ah 

Absent the present disclosure as a guide, one skilled in the art would not have 
combined Thornber et al and Ortalano et ah But even if combined, the result would not have 
been the claimed invention. 

First of all, the Examiner has not established any relationship between the 
particleboard of Thornber et al and the paper of Ortalano et al such that one skilled in the art 
would look to the paper art for solutions to problems in coloring particleboard. Indeed, the 
Examiner has already acknowledged the steps-combining particles with a resin binder or 
adhesive to fonn a mattress followed by hot-pressing at elevated temperature and pressure- 
disclosed by Thornber et al for making particleboard. 

To make pulp or paper, on the other hand, and as widely known, the wood fibers 
usually are processed to remove the lignin to give cellulose. (This procedure is not necessary 
in the manufacture of derived timber products.) The cellulose is then mixed with water, 
binder, optionally fillers and coloring agents to give a pulp usually containing about 99 wt% 
of water. The amount of binder is about 1 wt% based on the cellulose. Binders used in the 
manufacture of paper include alkenyl succinic acid, alkylated ketene dimere or chemically 
modified natural resins. The binders are mixed into the pulp to render the paper hydrophobic, 
making it possible to write on it. The binders do not serve as glue. The flowable pulp is 
processed further by casting on a sieve, dewatering, pressing and drying at temperatures of 
about 70-1 00°C. 

Apart from the raw material, neither the end products nor the manufacturing 
processes, e.g., parameters like temperatures, pressures, water content, mechanical treatment, 
nor the chemicals used are the same in paper fabrication and in the production of derived 
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timber products. The coloring agents have to meet totally different requirements depending 
on the process in which they are to be used. 

Second of all, one skilled in the art would not derive from Qrtalano et al the use of 
coloring agents comprising pigment and only 0.5-10 wt.% of dye based on the pigment. 
Qrtalano et al neither discloses nor suggests a particular concentration ratio of dye to pigment 
(other than the pigment is dispersed in the dye), let alone the small concentration ratio 
according to the present invention. Qrtalano et al discloses aqueous based pigment 
compositions comprising 1 to about 50 wt% dye (column 5, lines 8-12) and 1 to about 50 
wt% pigment (column 5, lines 54-58). Example 22 (column 9, lines 10-14) describes the 
pigment composition with the lowest content of dye in respect to the pigment. The coloring 
agent used contains about 6/26, or 23 wt% dye based on the pigment. 

Indeed, it is very surprising and unexpected that the small amount of dye in the 
coloring pigment containing agent according to the present invention is sufficient to obtain 
the MDF, HDF and chipboard with the beneficial properties described in the specification 
herein [0169]. The physical explanation for the effect is that the dye is absorbed by the 
particles and covers the brownish-yellowish color inhered by the wood particles. The 
coverage of the inherent color of the wood particle together with the use of the pigments 
gives the MDF, HDF and chip boards with the brilliant and lightfast coloration according to 
the present invention. 

For all the above reasons, it is respectfully requested that this rejection be withdrawn. 

The rejections of Claims 1-12 under 35 U.S.C. § 1 12, first paragraph, as failing to 
comply with both the description and enablement requirements, are respectfully traversed. 
According to applicable US law and regulation, Applicants entering the national stage in the 
United States are required to file an English translation of the international application if the 
international application was filed in another application and was not published under PCT 
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Article 21(2) in English. Thus, the present national stage application is such an application. 
As confirmed in M.P.E.P. 1893.01(d), the translation must be a translation of the 
international application as filed or with any changes which have been properly accepted 
under PCX Rule 26 or any rectifications which have been properly accepted under PCX Rule 
91 (emphasis added). Thus, if the German word "holzwerkstoffe" literally means "derived 
timber product", then it is actually required that the change of "wood based material" to — 
derived timber product-, be accepted. Nevertheless, the rejection is now moot in view of the 
above-discussed amendment, which deletes the term "derived timber product 95 from the 
claims. Accordingly, it is respectfully requested that this rejection be withdrawn. 

Finally, consistent with 37 CFR 1.56, prior public use has been alleged in an 
opposition against the corresponding EP -patent to the present application. The allegation 
relies on prior public use in Europe and EP 0 049 777, discussed supra. However, public 
prior use outside the USA is not patent-defeating according to US law. Nevertheless, copies 
of the filed evidence, labeled as Dl through D4, are submitted herewith. 

All of the presently-pending claims in this application are now believed to be in 
immediate condition for allowance. Accordingly, the Examiner is respectfully requested to 
pass this application to issue. 



Respectfully submitted, 
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